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I I Applicant claims small entity status. See 37 CFR 1.27 
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Attorney's Docket No.: 14952.0276 CI 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Applicant : Moungi G. Bawendi et al. Art Unit : 1773 

Serial No. : 10/642,578 Examiner : HoaT. Le 

Filed : August 19, 2003 

Title : HIGHLY LUMINESCENT COLOR-SELECTIVE NANOCRYSTALLINE 
MATERIALS 



Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

TERMINAL DISCLAIMER UNDER 37 CFR SS3.73(b) AND 1.321(c) 

Pursuant to 37 CFR §3. 73(b), Massachusetts Institute of Technology certifies that it is the 
assignee of the entire right, title, and interest in the above application by virtue of an assignment 
from the inventors of a priority application of the patent application identified above, recorded in 
the Patent and Trademark Office at Reel 9327, Frame 0361 on July 16, 1998; and by virtue of an 
assignment from the inventors of a priority application of the patent application identified above, 
recorded in the Patent and Trademark Office at Reel 1 1265, Frame 0304 on October 30, 2000. 

Massachusetts Institute of Technology also certifies that it is the assignee of U.S. Patent 
No. 6,322,901, recorded in the Patent and Trademark Office at Reel 9327, Frame 0361 on July 
16, 1998. A copy of the assignment is enclosed for reference. 

The undersigned has reviewed all the documents in the chain of title of the above- 
identified application and to the best of undersigned's knowledge and belief, title is in 
Massachusetts Institute of Technology. 

The undersigned is empowered to act on behalf of the assignee. 

Pursuant to 37 CFR §1. 321(c), and to obviate a double patenting rejection, the assignee 
identified above hereby waives and disclaims the terminal portion of the term of the entire patent 
to be granted upon the above identified application subsequent to the expiration date of U.S. 
Patent No. 6,322,901, whereby the patent granted on this application and U.S. Patent No. 
6,322,901 will expire on the same day, provided that any patent granted on the above identified 
application shall be enforceable only for and during such period that it is commonly owned with 
U.S. Patent No. 6,322,901. 

OS/12/2004 JBALlNftN 00000045 10642578 
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The assignee identified above does not disclaim any terminal part of any patent granted 
on the above identified application prior to the expiration date of the full statutory term of each 
of U.S. Patent No. 6,322,901, in the event that it later: expires for failure to pay a maintenance 
fee, is held unenforceable, is found invalid, is statutorily disclaimed in whole or terminally 
disclaimed under 37 CFR §1.3.2 1(a), has all claims cancelled by a reexamination certificate, or is 
otherwise terminated prior to expiration of its statutory term, except for the separation of legal 
title as stated above. Assignee herein does not disclaim or otherwise affect any part of U.S. 
Patent No. 6,322,901. 

This disclaimer runs with any patent granted on the above application and is binding 
upon the grantee, its successors or assigns. 

Enclosed is a check for the required fee. Please charge any additional fees, or make any 
credits, to Deposit Account No. 19-4293, referencing Attorney Docket No. 14952.0276 CI. 

I hereby declare that all statements made herein of my own knowledge are true and that 
all statements made on information and belief are believed to be true; and further that these 
statements were made with the knowledge that willful false statements and the like so made are 
punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United States 
Code and that such willful false statements may jeopardize the validity of the application or any 
patent issued thereon. 
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1330 Connecticut Avenue, NW 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
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OF THE U.S. PATENT AND TRADEMARK OFFICE. A COMPLETE MICROFILM COPY IS 
AVAILABLE AT THE ASSIGNMENT SEARCH ROOM ON THE REEL AND FRAME NUMBER 
REFERENCED BELOW. 

PLEASE REVIEW ALL INFORMATION CONTAINED ON THIS NOTICE. THE 
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CONTACT THE EMPLOYEE WHOSE NAME APPEARS ON THIS NOTICE AT 703-308-9723. 
PLEASE SEND REQUEST FOR CORRECTION TO: U.S. PATENT AND TRADEMARK OFFICE, 
ASSIGNMENT DIVISION, BOX ASSIGNMENTS, CG-4, 1213 JEFFERSON DAVIS HWY, 
SUITE 320, WASHINGTON, D.C. 20231. 
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•£R t^ET 



; .S Dc?APT^=NTOF XWH- 

Patent ara T^ase^a-". C" •. 



To the Honorable 



^| 1. Name of conveying party(ies): 



^| (1) Moungi Bawendi (2) Klavs F. Jensen 

(3) Bashir O. Dabbousi (5) Frederic 

(4) Javier Rodriguez-Viejo Victor Mikulec 
Additional name(s) of conveying party(ies) attached? □ Yes * No 



¥ 1 007841 59 ... ^attached original do cuments or copy thereof. 

2. Name and address of receiving party(ies) 

NrimQ . Massachus ^g ins ti tute of 



3. Nature of conveyance: 
& Assignment 

□ Security Agreement 

□ Other — 

Execution Date: (VuJJ^J^^ 



□ Merger 

□ Change of Name 



Technology 
Internal Address:, -" . ■ - — , ;;; 



Street Address: J7^ ^r^gttg -jj^ 

City . Cambridge state: . ZIP-02139 
Additional name(s)&address(es) attached? O Yes CXNo 



4 Application number(s) or patent number(s): 

, * document is M M **- - • - «*— ■ - — *" *" ttBSS&ff 
A. Patent Application No.(s) 

08/969, 302 



B Patent Ho.ffi* m ,n » envelop* addressed to: Assistant 



toner For Patents, Washington, D.C. 20231 



Additional numbers attached? □ Yes$ No 




5. Name and address of party to whom correspondence 
concerning document should be mailed: 

H nnry Rose Scozzafaga, 

Internal Address:. ^ n a t e , Hall & swart- - 
Exchange Place 



Street Address:., c i1 flrnrn street 



City:_Eos±on- 



J tate: mr ZIP:.,. 0 2 1 -0 9 



07/i/t»B JSHflBHZ OOOOOteg Q»*fl308 



the original document. 
Mary Rose ScozzaJ 



6. Total number of applications and patents involved: (^J 



7. Total fee (37 CFR 3.41) $ -40 0 0 

3 Enclosed 

3 Authorized to be charged to deposit account 



8. Deposit account number: 
03-1721 



(Attach duplicate copy o. this page it paying by deposit account) 



DO NOT USE THIS SPACE 



ava 



Name of Person Signing 



Total number of pages including j 



/ 



Mailc^umentstobereconledwlthrequlredcovershee^ 
^LnmlssionefofPatents&Trademarks.BoxAssignmenta 



ASSIGNMENT 



WHEREAS, We Moungi Bawendi, of C a mbridge , , i|^^iJ^:2b iB 
Lexington, Massachusetts; and Frederic Victor Mikulec of Somerv.lle V Massachusetts 
having invented certain new and useful improvements in HIGHLY LUM NESCE, *i 
COLOR-SELECTIVE MATERIALS for which we have made aPPj.cat.o" for United States 
Letters Patent, the said application filed on November 13, 1997, as U.S. Serial 
No.08/969,302 

WHEREAS, Massachusetts Institute of Technology a ^^^uten! and its 
institution having offices at 77 Massachusetts ^^^"^jf^^^ 
successors and assigns (collectively hereinafter called "the Assign ee ) « *i sajd 

acquiring my entire right, title and interest in and to the invention, and in and to the 
application and any Letters Patent that may issue thereon; 

NOW THEREFORE, for good and valuable consideration, the receipt and 
sufficient wMch is her'eby acknowledge, We do ^^^^SiT 
said ASSIGNEE, its successors, assigns and legal represent ves he iful and exdus, e 
right, title and interest in and to said invention and ,n and to said *PP and 

We also hereby sell and assign to said ASSIGNEE, its successors, assigns anc I legal 
represematives the full and exclusive rights, title and interest to the ,nvent.on disclosed 
TSXto throughout the world, including ; the right own 
obtain patents, utility models, industrial models and designs for said nvent.on 
name throughout the world, including al rights of priority all r ghte to pubtah 

successors, assigns and legal representatives. 

We hereby further agree that we will communicate to ASSIGNEE or to its 



IN witness whereof, I hereto set my hand and seaj; at j 4 'if/cUAf, > f ' ' - > 
this 10 tin day of — h*k'<<\ r 



Moungi Bawendi 



STATE nfft'L- if-/, ,;?/cZL 

' ss. 

county of f?^vy^l-A/>.y • 

Before me this u:^' day of \ { kif 1 personally appeared 

Moungi Bawendi known to me to be 0£ pe/son whose name of subscribed to the 
foregoing Assignment and acknowledged that he executed the same as h.s free act and 
deed for the purposes therein contained. . 

/. & HCM /% 

NOTARY PUBLIC 

[Notary's Seal Here] My Commission Expires: 

CAROL PHfLUPf 
iwniTy ruonQ 
My Commission Expire* Apr! 23. 2004 

//"' , 

in witness whereof, I hereto set my hand and : seal at / .^.ffWftr M *h ' 

. this dayb'f vfc :;<,,- d 1 

' =- 



Kfavs F. Jen 

STATE OF "/^ ■■: ■• t>'>< j uLL 



.1 ■ 

'v 

ss. 



COUNTY OF f/yf.fs.t.;'*; y __-=v 

Before me this //.-^ day of )pM , 1 9%p P^JX^ 

Klavs F. lensen known to me to be the j*rson /vhose name of subscribed to . the 
foregoing Assignment and acknowledged that he executed the same as h.s free act and 
deed for the purposes therein contained. / , ■ — ^ ,. > 

NOTARY PUBLIC / 

[Notary's Seai Here] My Commission Expires: 

CAROL PHILLIPS 
Notary Public 
My Commission &<ptrm April «, 2004 



in witness WHEREOF, I hereto set myjiand 

this_ /O <* h >*day 




and seafat , y <y,£ Ix.*^ *' ' , 

ay of kp-^y-' , V9^L-" 



■•^afag. - — 

Frederic^ Victor Mikulec / 




^6 



STATE Of//>/. 



SS. 



COUNTY OF ftl / /I'jIO f.jj y 

^ Before me this /£ ^ day afVxt 4; , 19^ "personally appeared 

FredericVVictor Mikulec known to me to be\the person whose name of subscribed to 
the foregoing Assignment and acknowledged that he executed the same as his tree act 
and deed for the purposes therein contained. ^ ^ . 



[Notary's Seal Here] 



NOTARY PUBLIC * 
My Commission Expires: 

CAROL PHILLIPS 
Notary Public 
My Commission Expires April 2X 200* 



D51.375105.1 



, z. r.r-.i a - • i^M-WN . u-rw -two** 



ASSIGNMENT 



WHEREAS I Bashir • 0. Dabbousi of Saudi Arabia; having invented certain new 
and useful improvements in HIGHLY LUMINESCENT COLOR^ELECITVE 
MATERIALS for which I am making application for a United States Patent, the said 
application attached hereto; and 

WHEREAS, Massachusetts Institute of Technology a non-profit educational 
institution having offices at 77 Massachusetts Avenue, Cambndge, Massachusetts and its 
ucces ors and assigns (collectively hereinafter called "the Assignee" % is 
acquiring my entire right, title and interest in and to the invention, and in and to the sa.d 
Applications and any Letters Patent that may issue thereon; 

NOW THEREFORE, for good and valuable consideration, the receipt and 
sufficient of which is hereby acknowledge, . do hereby sell assign tft^rto** 
ASSIGNEE its successors, assigns and legal representatives the full and exclusive right 
Stie and interest in and to said invention and in and to said Applications and a patents 
whk m Wed therefore, and all divisions, reissues, substitutions, cont.nuat.ons, 
^ntinuation^in-part and extensions thereof; and I hereby authorize and request the 
SKofp-rt and Trademarks to issue all paten* or 

resulting therefrom, insofar as my interest is concerned, to the said ASSIGNEE of my entire 
right, title and interest. 

I also hereby sell and assign to said ASSIGNEE, its successors, assigns and legal 
repr esenSives SefulTand exclusive rights, title and interest to the invention disclosed I in 
aid Anolications throughout the world, including the right to file applications and obtain 
oaten* S ^morieTs industrial models and designs for said invention in its own name 
throu^ou ^e world including all rights of priority, all rights to publish caut,onary 
SSS^n^nhlP of said invention, and all ^.^"^ZZ?" 
aoorooriate registries; and I further agree to execute any and all powers of attorney 

P~^ 

therewith necessary to perfect such rights, title and .nterest .n ASSIGNEE, its successors, 
assigns and legal representatives. 

I hereby further agree that I will communicate to said ASSIGNEE, or to its 
successor assies and legal representative, any facts known to me respecting any 
m^m^ % at the expense of said ASSIGNEE, to testify in any legal Proceedings, 
Z aM S papers execute all divisional, continuation, continuation-m-part, reissue 



Signed by: C\ fl f) * > 

Bashir O. Dabbousi 

Witnessed by: 

Name: U 



Name: 



DSU15600 



Date; 



WHEREAS, I, Xavler Rodrlguei-Vlejo of Sam Cugat del Villa, Spain' havliw 
incf.* ^"1*^*' Massachusetts Institute of Technology a'non-profit educational 

,ufflH»I^ W »L H k^ 0 k RE ' f00d and valu>ble «>"«W«ration, the receipt and 

I also hereby sell and assign to said ASSIGNEE, Its successors uim. u..i 
patents, utility models, Industrial models and designs for said Invention In its own n .ml 
SZESTff mV,n ! i0n ' and *" ''Shts to register said Invent! In 

I hereby further agree that I will communicate to said ASSIGNEE or to i« 

vest title In said aSee a™ to «J ^ ^'J2? IT 6 ""* do evsr >* ln « »°«' bl « *> 
represent to «nS^.»n t SBSj 



. ENV. POR:BELLATERRA BARCELON/^22- 6-98 '< 14 = 39 '< 



61 724B4000 ;» 5 



SlCNEO BY: 




Xavler Rodriguei-Viejo 

Witnessed by; 

Name: : J tCS ^ — 



\i>KK>± fa/I VWV<«0 
Name: " 




Date: 
Date: 



DSUIUM 



JANUARY 29, 2001 



^**» O'Ct 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
NOTICE OF RECORDATION OF ASSIGNMENT DOCUMENT 

THE ENCLOSED DOCUMENT HAS BEEN RECORDED BY THE ASSIGNMENT DIVISION OF 
THE U.S. PATENT AND TRADEMARK OFFICE. A COMPLETE MICROFILM COPY IS 
AVAILABLE AT THE ASSIGNMENT SEARCH ROOM ON THE REEL AND FRAME NUMBER 
REFERENCED BELOW. 

PLEASE REVIEW ALL INFORMATION CONTAINED ON THIS NOTICE THE 
INFORMATION CONTAINED ON THIS RECORDATION NOTICE REFLECTS THE DATA 
PRESENT IN THE PATENT AND TRADEMARK ASSIGNMENT SYSTEM. IF YOU SHOULD 
FIND ANY ERRORS OR HAVE QUESTIONS CONCERNING THIS NOTICE, YOU MAY 
CONTACT THE EMPLOYEE WHOSE NAME APPEARS ON THIS NOTICE AT 703-308-9723 
PLEASE SEND REQUEST FOR CORRECTION TO: U.S. PATENT AND TRADEMARK OFFICE 
ASSIGNMENT DIVISION, BOX ASSIGNMENTS, CG-4, 1213 JEFFERSON DAVIS HWY 
SUITE 320, WASHINGTON, D.C. 20231. 



REEL/FRAME: 011265/0304 
NUMBER OF PAGES: 5 



RECORDATION DATE: 10/30/2000 
BRIEF: ASSIGNMENT OF ASSIGNOR' 'S INTEREST (SEE DOCUMENT FOR DETAILS) 

DOC DATE: 09/21/2000 



ASSIGNOR: 

KIM, SUNGJEE 



ASSIGNOR: 

BAWENDI , MOUNGI G. 

ASSIGNOR: 

MIKULEC, FREDERIC V. 

ASSIGNEE: 

MASSACHUSETTS INSTITUTE OF 

TECHNOLOGY 
77 MASSACHUSETTS AVENUE 
CAMBRIDGE, MASSACHUSETTS 02139 

SERIAL NUMBER: 09625861 
PATENT NUMBER: 



DOC DATE: 09/21/2000 
DOC DATE: C9/1S/200C 



FILING DATE: 07/26/2000 
ISSUE DATE: 



No Docketing Required 
Review^ by Practice Systems 
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ALLYSON PURNELL, EXAMINER 
ASSIGNMENT DIVISION 
OFFICE OF PUBLIC RECORDS 



11-28-2000 



JO 



Substitute Form PTO-1595 
Attorney Docke^J^: 01997-276001 
St^Refe*^: MIT 8529 



DRM COVER SHEET 



1 01 529288 rS ONLY I ocr 3 o 2000 ^ 


Commissioner for Patents: Please record the attached original document(s) or copy(ies) X, 


1 . Name of conveying party(tes): 


2. Name and address of receiving partyOes):^^ 0 ^ 1 *^ 


Sungjee Kim, Moungi G. Bawendi and Mr. 
Frederic V. Mikulec 


Massachusetts Institute of Technology 
77 Massachusetts Avenue 


Additional name(s) attached? □ Yes 0 No 


Cambridge, MA 02139 


3. Nature of conveyance: 




S Assignment 




□ Merger 




D Security Agreement 




□ Change of Name 




□ Other: 




Execution Date: 09/21/2000; 09/21/2000; 


Additional names/addresses attached? □ Yes E No 


09/19/2000. 



If this document is being filed with a new application, the execution date of the application is: 



A. Patent Application No(s).: 
09/625,861 



B: Patent No(s).: 
Additional numbers attached? DYes ® No 



5. Name/address of party to whom correspondence concerning 
document should be mailed: 

ERIC L. PRAHL 
Fish & Richardson P.C. 
225 Franklin Street 
Boston, MA 02110-2804 


6. Total number of applications/patents involved: 1 


7. Total fee (37 CFR §3.41): $40 
0 Enclosed 

□ Authorized to charge Deposit Account. 


8. Deposit Account No.: 06-1 050 

Please apply any additional charges, or any credits, to our 
Deposit Account No. 06-1 050. 


V DO NOT USE THIS SPACE 

'•00 DBYRHE 0000001 i 0%25v%l \ 

U 40. 00 DP 
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any attached copy is a true copy of the original document 



Harold H. Fox 
Reg. No. 41.498 
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Date 
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ASSIGNMENT 

For valuable consideration, we, MOUNGI G. BAWENDL FREDERIC V. MIKULEC 
and SUNGJEE KIM, hereby assign to Massachusetts Institute of Technology , a Delaware 
corporation having a place of business at 77 Massachusetts Avenue. Cambridge, MA 02139 : and 
its successors and assigns (collectively hereinafter called 'the Assignee"), the entire right, title 
and interest throughout the world in the inventions and improvements which are subject of an 
application for United States Patent signed by us, entitled TELLURIUM-CONTAINING 
NANOCRYSTALLINE MATERIALS, filed July 26. 2000 , and assigned U.S. Serial Number 
09/625.861 . and we authorize and request the attorneys appointed in said application to 
hereafter complete this assignment by inserting above the filing date and serial number of said 
application when known; this assignment including said application, any and all United States 
and foreign patents, utility models, and design registrations granted for any of said inventions or 
improvements, and the right to claim priority based on the filing date of said application under 
the International Convention for the Protection of Industrial Property, the Patent Cooperation 
Treaty, the European Patent Convention, and all other treaties of like purposes; and we authorize 
the Assignee to apply in all countries in our name or in its own name for patents, utility models, 
design registrations and like rights of exclusion and for inventors' certificates for said inventions 
and improvements; and we agree for ourselves and our respective heirs, legal representatives and 
assigns, without further compensation to perform such lawful acts and to sign such further 
applications, assignments, Preliminary Statements and other lawful documents as the Assignee 
may reasonably request to effectuate fully this assignment. 




In Witness Whereof, I hereto set my hand and seal at 
this <=2 ( day of £ ^4^^J^ s / r-20 Of) 




L.S. 



State of /Ug&Sac&uMiil> 



ss. 



County of f4 (MflXl V : 

Before me this c& ( day of S^^/^uu 20 n>n personally 

appeared S UNJEE KIM known to me to be the person whose name is subscribed to the 
foregoing Assignment and acknowledged that he executed the same as his free act and deed for 
the purposes therein contained. 




Notary Public 

My Commission Expires: 



[Notary's Seal Here] 



Deborah Burke 
My Comm. Exp 
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7/2/2004 



In Witness Whereof, I hereto set my hand and seal at d/jy^nJa^Ij^ ? U)Q- 
this a>( day of Sf^kaatA ^ 20 OO 



A: 
Mb 



L.S. 



MDUNGI G. BAWENDI 



State of /AgWixU-fr/A 
County of 



ss. 



Before me this I day of SCjg^dh^L 2 0 personally 

appeared MOUNGI G. BAWENDI known to me to be the person whose name is subscribed to 
the foregoing Assignment and acknowledged that he executed the same as his free act and deed 
for the purposes therein contained. 



[Notary's Seal Here] 



Notary Public 
My Commission Expires: 

Deborah Burke 
My Comm. Exp 
7/2/2004 




AA 



£>JL 



this 



In Witness Whereof, I hereto set my hand and seal at . La ^oua CA 
filflt day of MECMhfeB, ^0 




Eric 



L.S. 



MR. FREDEJQC V. MIKULEC 



State of 




County of ^ 



IF 



SS. 



Before me this /^ day of 3tpt7*Jrl& , 20 ^! personally 
appeared MR. FREDERIC V, MIKULEC k nown to mo to be the person whose name is 
subscribed to the foregoing Assignment and acknowledged that he executed the same as his free 



act and deed for the purposes therein coni 



mm, 
mm 



SHARON GRIDDINE 
Commissfon # 1120490* 
Notary Pubflc — California 



San Diego County f 



[Notary's Seal Here] 




Expires: 



